United States Bvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Add*** COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Vfcgjma 223)3-1450 

WWW.UfptO.g0V 



I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. | 



APPLICATION NO. 



FILING DATE 



09/583,700 



05/31/2000 



Cary Lee Bates 



ROC2000007! 



5217 



7590 06/26/2003 

Gero G McClellan 
Thomason Moser & Patterson LLP 
3040 Post Oak Boulevard 
Suite 1500 

Houston, TX 77056-6582 



EXAMINER 



WON, YOUNG N 



ART UNIT 



PAPER NUMBER 



2155 

DATE MAILED: 06/26/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application 

09/583,700 


Applicant(s) r ' 
BATES ET AL 


Examiner 

Young N Won 


Art Unit 

2155 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Status 

1 )S Responsive to communication(s) filed on 31 May 2000 . 
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9) D The specification is objected to by the Examiner. 
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DETAILED ACTION 



Claims 1-42 have been examined. 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

2. Claims are rejected under 35 U.S.C. 102(e) as being anticipated by Himmel et al. 

(US 6314423 B1). 

Independent: 
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As per claims 1 and 18, Himmel teaches a method (see col.11, claim 1) and a 
computer-readable medium having instructions or programs (see col. 12, claim 9) which, 
when executed by a process cause the process to perform a method for managing 
bookmark information (see col .2, lines 47-48) in a data structure residing on a 
computer, comprising: receiving the bookmark information from a plurality of sources 
(see col. 3, lines 47-49) networked to the computer (see col.2, lines 52-56), the 
bookmark information comprising source identifier information (see col .6, line 66 to 
col.7, line 4; and col.8, lines 57-63) and network addresses (see col.1, lines 46-58; and 
col.6, lines 2-8); and storing the bookmark information in the data structure (see col.1 1 , 
lines 44-47). 

As per claim 35, Himmel teaches an apparatus, comprising: a computer (see 
col. 3, lines 37-39); at least one bookmarking device having a unique source identifier 
(see abstract) associated therewith and containing a first browser adapted to process 
network addresses (see col.6, lines 2-10); and a network connection connecting the 
computer to the at least one bookmarking device (see col.6, lines 58-60) and 
comprising network addresses, wherein the at least one bookmarking device transfers 
the network addresses and unique source identifiers to the computer via the network 
connection (see col.6, lines 10-14). 



Dependent: 



N 





1 
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As per claims 2 and 19, Himmel teaches of further comprising, collecting the 
network addresses and source identifier information during an Internet browsing session 
(see col.1, lines 46-58; and col. 10, lines 54-57). 

As per claims 3 and 20, Himmel further teaches wherein the plurality of sources 
includes a local computer (see col.1, lines 15-22). 

As per claims 5, 9, 22, 26, and 40, Himmel further teaches wherein the data 
structure is a bookmark table having at least one bookmark entry (see col. 3, lines 4-6; 
and col.8, lines 47-51). 

As per claims 6 and 23, Himmel teaches of further comprising, storing the 
bookmark table on a client computer (see col.1, lines 64-67). 

As per claims 7, 24, and 41, Himmel further teaches wherein the data structure is 
stored in memory of the computer and is readable by a processor (see col. 12, claim 5). 

As per claims 8 and 25, Himmel teaches of further comprising populating a 
plurality of fields with the bookmark information to form the at least one bookmark entry 
(see col. 5, lines 20-36). 

As per claims 10 and 27, Himmel teaches of further comprising, prior to receiving 
the bookmark information, sending the bookmark information from at least one of the 
plurality of sources to the computer in an instance where a bookmark was generated at 
the at least one of the plurality of sources (see col.8, lines 44-51 ). 

As per claims 11, 12, 28, and 29, Himmel teaches of further comprising, prior to 
receiving the bookmark information: browsing a network connected to the plurality of 
sources and comprising the network addresses; collecting the network addresses by 
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one or more of the plurality of sources; storing the network addresses as bookmarks; 
sending the bookmark information to the computer (see col.1, lines 46-58). 

As per claims 13, 30, and 36, Himmel further teaches wherein the network is the 
Internet, and the network addresses are Uniform Resource Locators (URLs) (see col.1, 
lines 30-45; and col.5, lines 20-36). 

As per claims 17 and 34, Himmel further teaches wherein the bookmark 
information received from the plurality of sources may be administered at a local 
computer based on the source identifier information (see col.5, lines 16-19). 

As per claim 39, Himmel further teaches wherein the computer comprises a data 
structure for storing the network addresses and unique source identifiers (see col.1 1 , 
lines 44-47). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

sr 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



3. Claims 4, 14-16, 21, 31-33, 38, and 42 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Himmel et al. (US 6314423 B1). 
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As per claims 4, 14, 21 , and 31 , Himmel further teaches wherein the plurality of 
sources is selected from the group comprising of a laptop, a cellular phone, e-mail, a 
personal data assistant, a set-top box, a watch, a hand-held computer, a pager, and a 
desktop computer (se col.3, lines 47-55). 

As per claims 15, 32, and 38, Himmel further teaches wherein the source 
identifier information is selected from the group comprising of the laptop, the cellular 
phone, e-mail, the personal data assistant, the set-top box, the watch, the hand-held 
computer, a pager, and a desktop computer (see col.3, lines 47-55; and col .7, lines 1- 
4). 

As per claims 16 and 33, Himmel further teaches wherein the source identifier 
information is selected from the group comprising of person, location, sender, channel, 
program, and phone number (col. 7, lines 1-4). 

As per claim 42, Himmel further teaches wherein the computer further comprises 
a second browser for managing the data structure (see col .2, lines 48-49). 

Himmel does not expressly show that the sources or source identifier information 
is selected from the group comprising person, location, sender, channel, program, 
phone number, laptop, the cellular phone, e-mail, the personal data assistant, the 
set-top box, the watch, the hand-held computer, a pager, and a desktop computer, as 
claimed in claims 4, 14-16, 21 , 31-33, and 38 above. However these differences are 
only found in nonfunctional descriptive material and are not functionally involved in the 
steps recited. The selection of source or source identifier would be performed 
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regardless of the group of data. Thus these descriptive material will not distinguish the 
claimed invention from the prior art in terms of patentability, see In re Gulack, 703 F.2d 
1381,1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2d 1031 (Fed. Cir. 1994). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to use any device description 
data and/or user information data because such data does not functionally relate to the 
steps in the method claimed and because the subjective interpretation of the data does 
not patentably distinguish the claimed invention. 

Similarly, as per claim 42, whether the same browser or plurality of browsers are 
employed does not functionally distinguish the claimed invention over the prior art. 
Himmel clearly teaches that a browser is employed in managing the data structure. 



4. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over Himmel 
et al. (US 6314423 B1 ) in view of Smethers (US 6560640 B2). Himmel does not teach 
wherein the network connection comprises a wireless connection. Smethers teaches 
wherein the network connection comprises a wireless connection (see col. 3, lines 64- 
67). It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the teachings of Smethers within the system of Himmel 
by employing a wireless network communication within the bookmarking apparatus 
because Smethers teaches that the hypertext technology has spread to wireless 
communications (see col.1, lines 11-12). 



* 



Application/Control Number: 09/583,700 
Art Unit: 2155 



Page 8 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Young N Won whose telephone number is 703-605- 
4241 . The examiner can normally be reached on M-Th: 8AM-6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz R Sheikh can be reached on 703-305-9648. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-746-7239 
for regular communications and 703-746-7238 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 



June 23, 2003 




HOSAIN T. ALAM 
PRIMARY EXAMINER 



